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REMARKS 



Claims 1-75 are pending, with claims 1, 12, 22, 34, 45, S3 
and 64 being independent . Claims 2, 3, 10, 20, 22, 31, 34, 45, 
62 and 64 have been amended. No new matter has been added. 
Reconsideration and allowance of the above -referenced 
application are respectfully requested. 



[J- :ti 
2^ 



I qc. erv i e w Summarv 
Examiner Rizk is thanked for the interview that was 
conducted on February 22, 2006 with Applicant ' s representative, 
Mr. Kirkland. During the interview, claim 1 and the Hehrens 
reference (US Patent 5,329,554) were discussed, including 
discussion of why Behrens fails to describe averaging in a retry 
mode. Additionally, the IDS submissions of June 20, 2003 and 
August 27, 2003 were discussed (the later submission 
encompassing the former) . Agreement was reached that all 
objections to the IDS will be withdrawn, and Examiner Rizk will 
consider the IDS- 



5TE 





lection to the Information Disclosure Statement: 



The information disclosure statement (IDS) filed June 20, 
2003 stands objected to. As agreed in the interview. Examiner 
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Rizk will consider the IDS. For the Examiner's convenience, 
submitted herewith is another copy of the previously submitted 
1449 form. Applicant respectfully regue.yus that the Examiner 
initial and oign the submitted 1.449 form (acknowledging that the 
Examiner has fully considered the references submitted by 
Applicant) , and that a copy of the initialed and signed 1449 
form be returned to the undersigned. 

Rejections* under 35 U.S. C. § 101: 

Claims 45-52 stand rejected under 3 5> U.S.C 8 101 as 
allegedly being non- statutory subject matter. This contention 
is respectfully traversed. 

3b U.S.C. § 101 states, "Whoever invents or discovers any 
new and useful process, machine , manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a 
patent therefor, subject to the conditions and requirements of 
this title." Furthermore, V A manufacture is 'the production of 
articles for use from raw or prepared materials by giving to 
these materials new form*, qualities, properties or 
combinations, whether by hand labor; or by machinery.' 
Chakrabarty, 447 U.S. at. 308, 206 USPQ cH. 106-97 (quoting 
American Fruit Growers, Inc. v. Brogdex Co., 28*3 U.S. 'J , 11 
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(1931))." (See United States Patent and Trademark Office OG 
Notices: 22 November 200S - Interim Guidelines for Examination 
of Patent Application ft for Patent Subject; Matter Eligibility at 
page 32; emphasis added.) Thus, an article is clearly a 
manufacture under 35 TJ-S.C. § 101 and constitutes patentable 
subject matter. In view of this, withdrawal of the rejection of 
claims 45-52 under 35 U.S.C. S 101 is respectfully requested. 

Rejections under 3 S U. S. C. § 112: 

Claims 2 and 31 stand rejected under 35 U.S.C. § 112. 
These claims are definite as written. Nonetheless, claims 2 t 3 
and 31 have been amended in order to expedite prosecution, 
clearly resolving any informal At Lew in these claims ,- theoe 
amendments are non- narrowing. Thus, withdrawal of the rejection 
of claims 2 and 31 under 35 U-S-C. 5 112 is respectfully 
requested . 

Reject ion a under 35 U» S.C. S 1.02 : 

Claims 1-75 stand rejected under 35 U.S.C. 102(b) as 
allegedly being anticipated by Bchrcns et al . (US Patent No. 
5,329,554). This contention i ;? respectfully traversed. 
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Behrens, as understood, describes a "pulse detector that 
uses four .samples of an analog signal to detect, a pulse as soon 
as one sample beyond the time of the peak of the signal level at 
the pulse. [.„] The detector uses either the sampled signal 
levels directly, or a moving average ot two samples to perform 
the detection." (See Behrens at Abstract.) The averaging 
described in Behrens is a moving average of two samples of: an 
analog signal , where the moving average is used when doing 
either center sampling in an acquisition mode or side sampling 
in a tracking mode. (See Behrens at col. 6, lines 43-58.) 

The acquisition mode "occurs when, the gain control and 
timing control are acquiring the gain and timing relationships 
of the pulses. This occurs when the read head is passing a 
preamble portion of the data record which always has a known 
data pattern to facilitate acquisition of the timing and gain." 
(See Behrens at col. 5, lines 33-14,) The tracking mode occurs 
when data is being transferred- (5ee Behrens at col. 5, lines 
33-44.) The. moving average of two samples, as described in 
Behrens, effectively changes the sampling mode from center; to 
side sampling in the acquisition mode, and effectively changes 
the sampling mode from side to center campling in the tracking 
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mode. (Compare Behreris at FTGs. 4-6 and col. 6, line 4 3 to col. 
7 , 1. i ne 8 . ) 

In contrast, a retry mode occurs, for example, "when a 
Eirst. attempt to read specific data on a channel or media has 
tailed"; thus, "the same data is read again." {S#* the present 
application at l|s IS and 21.) Independent claims 1, 12 and S3 
each recite use of an averaged signal in a retry mode. Behrens 

say* nothing about averagin g in ^X^:£Y.-.-.. mod 9.' a£3 recited in 

independent claims 1, 12 and 53, Ignoring this feature of the 
claimed subject matter is improper, since interpretations that 
render some portion of the claim language superfluous are 
disfavored. (See Pickholtx v. Rainbow T&chs., Inc., 284 F.3d 
1365, 1373 (Fed. Cir. 2002).) 

Moreover, Behrens fails to describe a retry modes at all . 
Since Behrens is completely silent about retry, Behrens cannot 
be considered to teach or suggest averaging in a retry mode. 
Thus, Behrens does not anticipate independent claims 1, 12 and 
!:>3, and those claims should be in condition for allowance. 

With respect to independent claims 22, 34, 4S and 64, 
Behrens sayc nothing about averaging multiple signals "in 
response to an inadequate read signal". For example, as 
described in the p resent spec! f. i ca t ion : 
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The input signal is a waveform .t(7) that 
represents the result of reading data on a channel or 
media. The waveform generally includes the desired 
signal .*(/) and noise ;/(/). [...] 

As the waveform x{t) i« interpreted, a 
determination is made as to whether the input signal 
adequately indicates the discrete values. when there 
is excessive noise in the input signal, the .signal can 
be rejected as inadequate. In response to an 
inadequate signal, multiple signals are averaged to 
improve interpretation of the input signal at 110. For 
example* when an input signal haw too much noise, a 
new signal can be obtained Cor the same data, the two 
obtained signals can be averaged together, and the 
averaged signal can be interpreted as discrete values. 

Newly obtained signals tor the same data have the 
same desired signal s(l) but a different noise component 
n(l) . [...] Assuming that additive white noise makes 
one third of total noise power, then [the averaged 
signal] x(t) can provide 0.73 dfi gain over cither [the 
first input signal.) „v,(/) or [the second input signal] 
*,(/) . 

{See the present application at %& .15-17.) Behrens does nob 
describe averaging multiple signals in r espo nse to an i nadequa te 
read signal, <*» recited in independent claims 22, 34, 45 and 64. 
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Nonetheless, independent claims 22, 34, 4 5 and 64 have been 
amended to more clearl y art: i cular.e t:he diffcrcnccG over the 
cited art . Each of these claims now recite, "wherein the 
multiple signals comprise separate signals, representing same 
data, obtained at different times." Thus, Behrens does not 
anti c i pwtft i independent cl aims 22 , 34 , 45 and 64 , and these 
claims should be in condition for allowance. 

Dependent claims 2-11, 13-21, 23-33, 35-44, 46-52, 54-63 
and 65-75 should be allowable due to their respective base 
claims and the additional recitations they contain. For 
example, claim 9 reciter. , ''further comprising a control circuit 
that determines whether the discrete values are adequately 
indicated baaed on comparison of interpretations of the new 
averaged signal and the current signal." Claim 9 depends from 
.independent claim .1, which maker, clear that the new averaged 
signal comprises an average of a previous signal stored in the 
buffer and the current signal . 

... ..— ...a ..... It! . ... ilMlMIWI »■■■■■•• 

understood by Applicant, Behreris never suggests 
compel ring a current signal with an average of the current signal 
and a previous signal. In Behrens, as understood by Applicant, 
the samples are either averaged or not, and the comparison 
circuitry coming after the averaging circuitry always operates 



PAGE 29/38 * RCVD AT 3/29/2006 6:05:09 PM [Eastern Standard Time] < SVR:USPT0€FXRF-5/1 * DNIS:2738300 ' C8ID:1 858 678 5099 * DURATION (mm.ss):1248 



03/29/2006 15:16 FAX 1 858 878 5099 



FISH AND RICHARDSON 



© 030/038 



Applicant ; Hongxin Song fe?L <*1 - AIM.- Dckt . NO - i MP0275 / 13361-045001 

Serial No.: 10/600,419 
Pi Jed: June: 20, 2003 
Page : 2 8 of 35 

on either un-averaged sampJe?; or averaged samples. {Sec Behrens 
at FIG. 6 and col. 6, lines 43 -5 a.) There io no comparison of 
on un-averaged sample with an averaged sample in Behrcns , 
Similar reasoning applies to claims 19, 43 and 61. Thus?, each 
of claims 9, 19, 43 and 61 arc patentable over Behrens for at. 
least these additional reasons. 

For claim 11, the cited portion of Behrens (col. <S, lines 
30-5S) says nothing about a retry mode or "a control circuit 
that causes the previous signal stored in the buffer to be an 
rivtf W:»qftd input signal when t wo or more signals are obta ined in 

-3 ^ ••' •/■ "* * 

the retry mode." (Emphasis added,) Similar reasoning applies 
to claims 21 and 63. Thus, each of claims 1.1, 21 and 63 are 
patentable over Behrens Cor at least thcoe additional reasons. 

For claim 26, the features of this claim are not addressed 
in the Office Action. Behrens doer, not describe, "wherein the 
input, signal comprises a read signal received from a storage 
medium, interpreting the input signal comprises d eterminin g if 
the read signal adequately i ndicates the discrete^ and 
averaging the multiple signa I ft comprises a ve rag .1 ng mu 1 1 i pi e re a d 
signals of the storage medium to improve read signal 
in terpreta t i on . " ( Emp ha e i s added . ) Fo r a t I ea s t t he s e 
add i t i ona 1 r c a s o n s , c 1 a i at 2 6 s h ou 1 d be a 1 1 owable. S i m i 1 a r 1 y / 



PAGE 30138 1 RCVD AT 3/2912036 6:05:09 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-5/1 1 DNISOTOO ' CSID:1 858 678 5099 * DURATION (mm-ss):12-48 



03/29/2006 15:17 FAX 1 858 678 5099 



FISH AND RICHARDSON 



1 031/038 



Applicant : Hongxin Sonq t:t: »1 . Att . Dckt. No-: MP027.S / 13361 

Seri.aJ No. ; 10/600. -U9 
Filed: June ^0, 2003 
Page. : 29 of 

the features of claim 6B are not addressed in the Office Action, 
and claim 68 should be allowable for at least, reasons similar to 
claim 26 . 

For claim 28, the features o£ this claim are not addressed 
in the Office Action. Behrens does not describe, "wherein 
averaging the multiple signals comprises: in_rg g p o r i s e t o the 
input siqnal inadcquatelv ixidj cat ing the discrete values, 

v L A -*- — ' -. .. . • • • •— , — m 

entering a retr y mo da ; and in the retry mode, obtaining a second 
signal, averaging the first, and flftcond signals, and deter mining 
whether the discrete values are adequately indicated ba sed on 
the averaged signal. M (Emphasis added.) For at least these 
additions J reasons, claim 28 should be allowable. 

The features of claims 29-33, 50-52. and 70-75 arc not 
addressed in the Oft ice Action, Claims 2 9-33 should be 
allowable at least based on their dependence from claim 28- 
Claima 50-52 and 70-75 should be allowable for at least reasons 

similar to claims 28-33, 

Moreover, the rejection, of claims 3-5, 13-15, 38-40 and 55- 
57 under 35 U.S.C. 5 102 cannot be maintained because they are 
□elf-inconsistent. It appears that the Office Action i» 
identifying the analog equalizer 204 of Bchrcns as the claimed 
filter. But if this is the cay*?, th« features of claim 4 (the 
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buffer is coupled between the ADC and the filter) and claim 5 
(the buffer is coupled between the filter and the detector) are 
even more clearly not shown or described in Behrens. Similar 
reasoning applies to claims 13-15, 38-40 and 55-57, Thus, the 
rejection of these claims i© improper and should be withdrawn. 

In addition, many claims have been rejected under 35 U.S.C. 
§ .102 without specifically addressing the claimed features. 
These claim rejections are improper and should be withdrawn. 
For example, the features of claims 10, 20 and 62 have not been 
specifically addressed. Nonetheless, claims 10, 20 and 62 have 
been amended to be even more clearly distinguished over Dehrens, 
each claim now reciting, "wherein the defined number is greater 
than two-" 

Furthermore, claims 6-8, 16-10, 25, 27, 29, 41, 48, 49, 51, 
ES 8 6 0 , 67, 69 and 71 have been rejected under 35 U.S.C. S 102 
based on Behrens, even though the Office Action then goes on to 
explicitly State that Behrens fails to teach all the limitations 
of these claims. Thus, the rejections of claims 6-8, 16-16, 25, 
27, 29, 41, 48, 49, 51, 58-60, 67, 69 and 71 under 35 U.S.C. 5 
1.02 based on Bchrcna are improper and should be withdrawn for 
this additional reason . 
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Reject: ion a under 35 U.S. C. S 3.03 : 

Claims 6-8, .16-18, 25, 27, 29, 41, 48, 49, 51, 58 60, 67, 
69 and 71 stand rejected under 35 U.S.C. § 103(a) as allegedly 
being unpatentable over Behrens in view of EP 1 27;i 509 Al 
(Betti) . This contention is respectfully traversed. 

First, with respect: to Bctti, please note that, "Mere 
listing of a reference in an .information disclosure statement is 
not taken as an admission that the reference is prior art 
against the claims. River wood Int'l Corp. v. R. A. Jones L Co., 
324 F-3d 1346, 13S4-*S, 66 USPQ2d 1331, 1337-38 (Fed Cir. 
200*3)". (See e.g.. MPEP § 2129.1V.) 

Second, the rejection of claims G-B, 16-18, 25, 27, 29, 41, 

48, 49, 51, 58-60, 67, 69 and 71 constitutes improper hindsight 

reconstruction, using Applicant's claims ao a template to 

reconstruct the invention by picking and choosing isolated 

disclosures f rom the prior art - This is impermissible under the 

law. For example, the Federal Circuit has stated: 

It is impermissible to use the claimed invention as an 
instruction manual or "template" to piece together the 
teachings of the prior art so that the claimed 
invention is rendered obvious. In re Gorman, 93 3 F.2d 
932, 987, 18 USPQ2d 1885, 1688 (Fed- Cir. 1991) . This 
court: has previously stated that " [o] ne cannot use 
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hindsight reconstruction to pick and choose among 
isolated disclosures in the prior art to depreccU.fi the 
claimed i nvention. " 
(See In re Fritch, 972 F. 2d 1260, 1266, 23 USPQ2d 1780, 1784 
(Fed. Cir. 1992), quoting In re Fine, 837 F.2d at 1075, 5 USPQZd 
at 1600.) The present rejection fit.fi the court's description of 
what may not be done under § 103. The Examiner has merely 
listed certain components of applicant's invention and then 
located isolated disclosures of those components. The law 

requires niorp. than that. 

The Examiner must show where the prior art provides a 
motivation to combine the references he/she has combined in the 
obviousness rejection. Absent a motivation to combine, 
obviousness has not been demonstrated. As the Federal Circuit, 
stated in Northern Telecom, Inc. v, Datapoint Corp., 908 F.2d 
931, 934, 15 U£PQ2d 1321, 1323 (Fed. Cir, 1990): v lt is 
insufficient that the prior art disclosed the components of the 
patented device, cither separately or used in other 
combinations; there must be come teaching, suggestion, or 
incentive to make the combination made by the inventor." 

For example, with respect to claims 7, 17, 42 and 59, Che 
proposed combination of Behrena and Bctti offers no teaching or 
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suggestion of using a signal quality metric that governs which 
signals are averaged, or error-detection means for controlling 
which read signals are averaged. The identified motivation 
("one of ordinary sk.il 3. in the art would have recognized the 
need to combine SOVA and the averaging circuit to improve signal 
robustness") has not been found in the references themselves, 
nor has the Examiner provided a "convincing line of reasoning as 
to why the artisan would have found the claimed invention to 
have been obvious in liqht of the teachings of the references," 
See MPEP 706. 02 (j), citing Ex parte Clapp, 221 USPQ 972, 973 
<Bd. Pat. App, & Inter. 1905). 

To the contrary, the identified motivation provides no 
basis for modifying Bchren's use of signal averaging to change a 
sampling mode from center to side sampling, or from wide to 
center sampling, to the completely different concept of using a 
signal quality metric to govern which signals are averaged, when 
signals are averaged in a retry mode. 

In addition, many claims have been rejected under 35 U.S.C. 
5 103 without specifically addressing the claimed features. 
These claim rejections are improper and should be withdrawn. 
For example, the featured of claim 27 are not. addressed in the 
Office Action. Aw understood by Applicant, neither Behrens nor 
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Betti teaches or suggests, "wherein interpreting the input 
signal comprises using maximum likelihood detection and firror 
correction to provide the discrete values and a signal quality 
metric, the method further comprising gxc 1 u d i _ng t he i n pu t signal 
from the multiple aiqnals to be averaged based o n the signal 
quality metric." (Kmphusis added.) For at least these 
additional reasons, claim 27 should be allowable. Similarly, 
the features o£ claims 4 9 and 69 arc not addressed in the Office 
Action, and claims 49 and 69 should be allowable for at least 
reasons similar to claim 27. 

For alJ of the above reasons, a prima facie case of 
obviousness has not been established for any of claims 6-8, 16- 
18, 2b, 27, 29, 41, 48, 49, 51, 58-60, 67, 69 and 71, and these 
claims should be in condition for allowance. 

Concl usion 

In view of the amendments and remarks herein, the 
Applicants believe that Claims 1.-75 are in condition for 
allowance and ask that these pending claims be allowed. The 
foregoing comments mod* with respect to the positions taken by 
the Examiner are not to be construed as acquiescence with other 
positions of the Examiner that have not been explicitly 
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contested. Accordingly, the arguments for patentability of a 
claim should not be construed as implying that there are not 
other valid reasons for patentability ot that claim or other 



A formal notice of allowance is respectfully requested . 
Please apply any charges or credits to deposit account 06-1050. 



claims . 



Respectfully submitted, 
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